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NOV 1 0 2008 

Docket No.: 61383(71699) 
(PATENT) 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Provisional Application of: 
Subroto CHATTERJEE et al. 

Application No.: 10/557,283 

Filed: November 30, 2006 

For: Apolipoprotein C-l Induced Apoptosis 



Attention: Office of Initial Patent Examination 
Mail Stop Petitions 
Commissioner for Patents, 
P.O. Box 1450, 
Alexandria, VA 22313-1450 



Confirmation No.: 9024 

Art Unit: 1646 

Examiner: Not Yet Assigned 



PETITION TO WITHDRAW THE HOLDING OF ABANDONMENT 

UNDER 37 C.F.R 1.181 

Sir: 

This is a Petition under Rule 1 . 1 81 for withdrawal of the holding of abandonment in the 
above-captioned matter on the grounds that the Restriction Requirement allegedly mailed from 
me US Patent and Trademark Office on February 21 , 2008, was never received by Applicant's 
undersigned representative. 



STATEMENT OF FACTS 

1 . A Restriction Requirement, addressed to Edwards Angell Palmer & Dodge, LLP > 
the undersigned's firm, was allegedly mailed from the USPTO on February 2 1 , 2008. This 
Restriction Requirement was not received by our office. 
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U.S. Application Number: 10/557,283 Docket No.: 61383(71699) 

Response Date: November 10, 2008 

2. On September 24, 2008, a Notice of Abandonment was mailed from the USPTO. 
This Notice was received by our Office on September 26, 2008. A copy of the Notice of 
Abandonment is attached hereto as Appendix A. 

3. The Notice of Abandonment stated that the subject application was held to be 
abandoned for failure to respond to a Office Letter allegedly mailed from the U.S Patent and 
Trademark Office on February 2 1 , 2008. A copy of the Restriction Requirement (printed from 
Public PAIR) is attached hereto as Appendix B. 

4. Although the Restriction Requirement is correctly addressed to the undersigned's 
firm, I hereby state that this Notice was never received at this firm. 

5. I hereby state that a search of the file jacket and docket records for the subject 
application in the offices of Edwards Angell Palmer & Dodge, LLP, indicates that the Restriction 
Requirement was never received. A copy of a docket printout for the subject application, 
covering the period from August 2004 until the present, is attached hereto as Appendix C. Had' 
the Restriction Requirement been received, the docket printout would have included a deadline 
for response to the Restriction Requirement (e.g., a response due date of March 21, 2008, one 
month from the date of mailing of the Restriction Requirement). No such deadline for response 
(or any other deadline associated with the receipt of a Restriction Requirement) appears in the 
docket report. 

RELIEF REQUESTED 

Applicants respectfully request, based on the foregoing facts and statements and the 
following arguments, that the Commissioner withdraw the holding of abandonment and reinstate 
the subject application to pending status. 

ARGUMENT 

This Petition and the related enclosures are being filed within two (2) months of the 
mailing date of the Notice of Abandonment. Accordingly, this petition is believed to be timely 
filed pursuant to 37 C.F.R. 1.181(f). 

BOS2 704000.1 -> 
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U.S. Application Number: 10/557,283 
Response Date: November 10, 2008 



NO. 7663 P. 6/17' 
Docket No.: 61383(71699) 



In the present case, Applicant has included the required statements by the practitioner, 
and provided appropriate supporting evidence, to establish non-receipt of the Office 
Communication (the Restriction Requirement) which formed the basis for the holding of 
abandonment Accordingly, the present application should not have been considered to be 
abandoned, and Applicant requests that the application be restored to pending status. 



REQUIRED FEE 

There is no fee required for the submission of a Petition under Rule 1 8 1 , and it is 
believed that no fee is due. However, if for any reason a fee is required for consideration of this 
Petition, a fee paid is inadequate or credit is owed for any excess fee paid, the Commissioner is 
hereby authorized and requested to charge Deposit Account No. 04-1 105 under Order No. 
61383(71699). 

Dated: November 10, 2008 Resp^ 




I Ph.D. 

Registration No.: 53,624 
EDWARDS ANGELL PALMER & DODGE 

LLP 
P.O. Box 55874 
Boston, Massachusetts 02205 
(617) 517-5580 

Attorneys/Agents For Applicant 
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AaOnv* COMMISSIONER FOR PATENTS 
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APPLICATION NO, 



FILING DATE 



KV557.2S3 



FIRST NAMED INVENTOR 



11/3CV2006 



Subroto Chalterjce 



EDWARDS ANGELL PALMER & DODGE LLP 
Client- JHU 
P.O. BOX 55874 
BOSTON, MA 02205 



[ ATTORNEY DOCKET NO. | CONFIRMATION 



I NO. 



61383(71699) 



9024 



[ 



EXAMINER 



HOWARD, ZaCKARY C 



ART UNIT 



PAPER NUMBER 



1646 



rr 



Mail Date 



DELIVERY MODE 



02/21/2008 



PAPER 



Please find below and/or attached an Office communication concerning this application or proceeding. 
The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 
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Office Action Summary 



Application No, 
10/557,283 


Applieant(s) 
CHATTERJEE ETAL 


Examiner 

ZACHARYC: HOWARD 


Art Unit 
1546 





Period for SpJ*'^ ° ftt/ * co ™™™ atfo " W«« on the com sheet with the correspondence addrelS 

■^ S l ll? RTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRH i MONTHfS) OR THIRTY /am nAV« 
*SSEH ,$ l ? NG F R ' FR0M THE MA,LING DATE 0F THIS SSuNI&TO^ ( } ' 

Status 

1)S Responsive to communicatlon(s) fifed on 30 November zoos 
2a)D This action Is FINAL. 2 b)g| This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayte t 'l 935 CD. 1 1 , 453 o,G. 21 3. 
Disposition of Claims 

4) !3 Ctairn(s) MJ. 17.29.37 ancfSR Is/are running ,n the ffpliratiqn, 

4a) Of the above claim(s) J is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) D CIaim(s) is/are rejected. 

7) D Claim(s) is/are objected to, 

8) I3 Claim(s) un r 1^ 29,37 ^38 are subject to restriction and/or election requirement. ■ 
Application Papers 

9) D The specification is objected to by the Examiner. 

1 0) Q Trie dnawing(s) fifed on is/are: a)Q accepted or b)Q objected to by the Examiner. 

.Applicant may not request that any objection to the drawinfl(s) be held in abeyance. See 37 CFR 1 .85(a). 
R *P' a ^ mentd ^^ See 37 CFR 1 121(d) 

11) U The oath or declaration is objected to by the Examiner Note the attached Office Action or form PTO-152. 
Priority under 35 U.S.C. § 1 19 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19faWd) or (ft 
a)D All b)0 Some * c)D None of 

1. D Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3-D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 1 7.2(a)), 
* See the attached detailed Office action for a fi$t of the certified copies not received. 



Attachment^) 

1) □ Notice of References Cited (PTO-esi) 

2) □ Notice of Dranspereon* Patent Drawing Review (PTO-948) 

3) Q Information Disclosure Statement^) (PTO/SB/06) 

Paper No^yMall Date 



4) Q Intsrview Summary (PTO-413) 

Paper Ng(3)/Man Date. . 

5) □ NoBce of friformai Patent Application 



sngjUOfliofl 

PTOL-326 (Rev. 0&-06) 



Office Action Summary 



Part of Paper NoMtil Date 2008O214 
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Application/Control Number: 10/557,283 Page 2 

Art Unit 1646 

DETAILED ACTION 

Status of Application, Amendments and/or Claims 
The preliminary amendment of 1 1/19/05 has been entered in full. Claims 4-9, 1 1 , 
and 17 are amended. Claims 12-16, 18-28, 30-36 are canceled. 

Claims 1-11, 17, 29, 37 and 38 are pending in the instant application. 

Election/Restrictions 
Restriction is required under 35 U.S.C, 121 and 372. 

This application contains the following inventions or groups of inventions which 
are not so linked as to form a single general inventive concept under PCT Rule 13.1. 

In accordance with 37 C'FR 1.499, applicant is required, in reply to this action, to 
elect a single invention to which the claims must be restricted. 

Group I claim(s) 1-11, drawn to a method of determining risk comprising measuring the 
level ofApoCI protein in a sample from a subject 

Group II, claim(s) 17 and 29, drawn to a method of identifying a test compound that 
binds to ApoCl or inhibits ApoCI activity, K • 

Group III, claims 37 and 38, drawn to a method of treating a subject comprising 
administenng an ApoCI inhibitor. 

The inventions listed as Groups Mil do not relate to a single general inventive concept 
under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or 
corresponding special technical features for the following reasons: 

Pursuant to 37 C.F.R. 1.475 (B-D), the ISA/US considers that where multiple 
products and/or processes are claimed, the main invention shall consist of the first 
invention of the category first mentioned in the claims and the first recited invention of 
each of the other categories related thereto. In the instant case, there are no product 
claims, only three categories of process claims. 

Accordingly, the main invention consists of the first process of use of ApoCI 
protein (Group I), the second invention consists of the next process, of use of ApoCI 
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Application/Control Number: 10/557,283 , Page 3 

Art Unit: 1646 

protein (Group II), and third invention consists of a process of use of an ApoCI protein 
inhibitor. 

Elections of species 
If Group I is elected, in addition to the above restriction requirement, 3 elections 
of species are" required as follows: 

(I) Group f contains claims directed to more than one species of patient sex : (a) 
female or (b) male. 

The claims are deemed to correspond to the species in the following manner; 

1. Claim 5 corresponds to species (a). 

2, Claims 1-4 and 6-1 1 are generic with respect to these species. 

(II) Group I contains claims directed to more than one species of patient history : 
(a) wherein the patient has been previously diagnosed with atherosclerosis and (b) 
wherein the patient has not been previously diagnosed with atherosclerosis; 

The claims are deemed to correspond to the species in the following manner: 

1. Claim 6 corresponds to species (a). 

2. Claim 7 corresponds to species (b). 

3. Claims 1-5 and 8-1 1 are generic with respect to these species. 

(III) Group I contains cJaims directed tqmore than one species of patient aoe : (a) 
Infant and (b) not infant; 

1 . Claims 9-1 1 corresponds to species (a). 

2. Claims 1-8 are generic with respect to these species. 

Each of these groups of species are deemed to lack unity of invention because 
they are not so linked as to form a single general inventive concept under PCT Rule 
13.1. 

Applicant is required, in reply to this action, to elect a single species of (I) patient 
sex; (II) patient history; and (III) patient age to which the claims shall be restricted if no 
generic claim- is finally held to be allowable. The reply must also identify the claims 
readable on the elected species, including any claims subsequently added. An 
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Application/Control Number 10/557,283 p age 4 

Art Unit: 1646 

argument that a claim is allowable or that all claims are generic is considered non- 
responsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration 
of claims to additional species which are written in dependent form or otherwise include 
all the limitations of an allowed generic claim as provided by 37 CFR 1.141, If claims 
are added after the election, applicant must indicate which are readable upon the 
elected species. MPEP § 809.02(a). 

The species listed above do not relate to a single general inventive concept 
under PCT Rule 13.1 because, under PCT Rule 13.2, the specjes lack the same or 
corresponding special technical features for the following reasons: Risk for development 
of disease is often correlated with highly specific subsets of patients. Patient sex, history 
and age may independently contribute to a correlation between ApoCI protein level and 
risk of disease. Lack of unity is shown because the species of patients lack a common 
utility which is based upon a common structural feature which has been identified as the 
basis for that common utility. 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1.1 7(i). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Zachary C. Howard whose telephone number is 571- 
272-2877. The examiner can normally be reached on M-F 9:30 AM - 6:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary B. Nicko! can be reached on 571-272-0835. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Art Unit: 1646 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

rz. C. HV 

Examiner, Art Unit 1646 

/Elizabeth C. Kemmerer/ 
Primary Examiner, Art Unit 1 646 
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{PVi?S STATES DEPARTMENT 0* COMMERCE 
TJnfwd Sutcs Patent and Tmdcraark Qfilcc 
Aflfl™«: COMMISSIONER FOR PATENTS 
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Alexandria, Virginia 



APPLICATION MO. 



FILING DATE 



tO/557,283 



FIRST NAMED INVENTOR 



1 1/30/2006 



Subrolo Chaticrjce 



7590 09/24/2008 

EDWARDS ANGBLL PALMER & DODGE LLP 
P.O. BOX 55874 
BOSTON, MA 02205 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



61383(71699) 



9024 



EXAMINER 



HOWARD. ZACHARY C 



ART UNIT 



PAPER NUMBER 



164(5 



MAIL DATE 



DELIVERY MODE 



09/24/2008 



PAPER 



Please find below and/or attached an Office communication concerning this application or proceeding. 
The time period for reply, if any, is set in the attached communication. 
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Notice of Abandonment 



Application No, 

10/557,283 


Appllcant(s) 
CHATTERJEEETAL 


Examiner 

ZACHARY C. HOWARD 


Art Unrt 
1646 





This application is abandoned in view of: 

1. 0 Applicant's failure to timely fife a proper reply to the Office letter mailed on 21 February 2008 

(a) □ A reply was received on (with a Certificate of Mailing or Transmission dated ), which is after the expiration of the 

period for reply (including a total extension of time of month(s)) which expired on J . 

(b) □ A proposed reply was received on , but it does not constitute a proper reply under 37 CFR 1.1 13 (a) to the final* rejection. 

(A proper reply under 37 CFR 1.1 13 to a final rejection consists only of: (1 ) a timely filed amendment which places the 
application in condition for allowance; (2) a timely filed Notice of Appeal (with appeal fee); or (3) a timely filed Request for 
Continued Examination (RCE) in compliance with 37 CFR 1.1 14). 

(c) □ A reply was received on but it does not constitute a proper reply, or a bona fide attempt at a proper repty to the non- 

final rejection. See 37 CFR 1.85(a) and 1.1 1 1. (See explanation in box 7 below). 

(d) No reply has been received. 

2. □ Applicant's Mure to timely pay the required issue fee and publication fee, if applicable, within the statutory period of three months 

from the mailing date of the Notice of Allowance (PTOL-85). 

(a) □ The issue fee and publication fee, if applicable, was received on (with a Certificate of Mailing or Transmission dated 

)> wh '?;' s a ^r the expiration of the statutory period for payment of the issue fee (and publication fee) set In tha Notice of 

Allowance (PTOL-85). 

(b) □ The submitted fee of $ is insufficient. A balance of S is due. 

^ The issue fee required by 37 CFR 1.18 is S . The publication fee, if required by 37 CFR 1.18(d), is $ . 

(c) □ The issue fee and publication fee, if applicable, has not been received. 

30 Applicant" s failure to timeiy file corrected drawings as required by, and within the three-month period set in the Notice of 
Allowability (PTQ-37). 



(a) □ Proposed corrected drawings were received on 

after the expiration of the period for reply. 

(b) □ No corrected drawings have been received. 



„ (with a Certificate of Mailing or Transmission dated ) p whteh is 



4, □ The letter of express abandonment which is signed by the attorney or agent of record, the assignee of the entire interest or all of 
the applicants. w 

5 * E The letter of express abandonment which is signed by an attorney or agent (acting in a representative capacity under 37 CFR 
1 .34(a)) upon the fifing of a continuing application. 

6. □ The decision by the Board of Patent Appeals and Interference rendered on and because the period for seeking court review 

of the decision has expired and there are no allowed claims. 

7. □ The reason (s) below: 



Elizabeth C. Kemmerer/ 
Primary Examiner, Art Unit 1646 

Petitions to revive under 37 CFR 1.137(a) or (b). or requests to withdraw the holding of abandonment under 37 CFR 1.1B1, $hould be promptly filed to 

I minimize any negative effects on patent term. r ' 

U.S. PotBrt arid Trader* Office ' - — 



PTOL-1432 (Rev. 04-01) 



Notice of Abandonment 



Part of Paper No. 2CDS0922 
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Appendix C 



Country Application 



Thursday, October 09, 2008 



Page: 1 



Case Number: 61383 
Client: 71699 
Case Type: PCT 
Application Number: I0/557,2$3 
Publication Number; US-2Q07-0178438-A1 

Patent Number: 
Parent/PCT Number: PCT/DS2004/016419 
Parent Patent Number: 

Tax Schedule: SE 
Continuation Number: 9024 
Attorney^): PFC 
Agent: 

Agent Reference No.: 
Tax Start Date: 
Alt File Ref#: 



Country: US SubCasc: 
The Johns Hopkins University United States of America 
Application Status: Published 

Filing Date: 30-Nov-2006 
Publication Date: 02-Aug-2007 
Issue Date: 
Parent/PCT Date : 24-May-2004 
Parent Issue Date ; 
Expiration Date: 24-May-2024 
Patent Term Adjustment: 0 

JMS 



Client Ref, #• 4159 
Client Pays: □ Location: BOS 

First Filing Date: 23-May-2003 
Title: APOLIPOPROTEIN C-l INDUCED APOPTOSlS 
Remarjks: ART UNIT: 1644 

ASSIGNEE: The Johns Hopkins University 

ADDITIONAL PRIORITY INFORMATION: 60/473,224 filed 05/23/2003 

60/539,769 filed 1/28/2004 

FOREIGN APPLICATIONS: 

FOREIGN FILING LICENSE GRANTED: 

PROJECTED PUBLICATION DATE: 8/2/2007 

ABANDONMENT INFOKMATION : 

9-24-08 - USPTO mails Notice of Abandonment because of "Applicants failure 
to timely file a proper reply to the Office letter mailed on 2-2 1 -08" - sb 

GENERAL INFORMATION: 
5/7/2007- Filing Receipt received-mef 



Inventors: 

CHATTERJEEj Subroto 
KWITEROWICH, Peter O. 
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COUIltly Application Thursday, October 09,2008 Page: 2 



List Of Actions 

Action® Due Due Date Action Taken 



Application Sta Follow Up Date 


Ol-Iul-1930 


Due Date 


01 -Jan- 1930 


Information Dis Follow Up Date 


01 -Jul- 1930 


Due Date 




Information Disclosure Stmnt 


24-Aug-2004 


Final 


01 -Jan- 10^0 


Information Disclosure Stmnt 


24-Nov-2004 


Final 


0 1 -Jan- 1930 


Application Status Check 


24-Nov-2005 


Due Date 


01- Jan- 1930 


Information Disclosure Stmnt 


19-Feb-2006 


Final 


01-Jan-1930 


Information Disclosure Stmnt 


19-May-20O6 


Final 


01-Jan-1930 

V ± J til 1 i ? ^ \J 


Status Inquiry Due 


16-M-2006 


Due Date 


01 -J an- 1930 


Response to Missing Parts Due 


30-Oct-2006 


Due Date 


30->Jov-9nnfi 

Jv llV V &\J\J U 


Assignment Filed 


30-Nov-20O6 


Due Date 


30-Nnv-?flOrt 


Resp to Missing Parts 1st Ext 


30-Nov-2006 


Due Date 




Resp to Missing Parts 2nd Ext 


30-Dec-2006 


Due Date 




PTO Return Postcard 


30-Jan-2007 


Reminder 


n7-rw-9nnfi 


Resp Return Postcard Reed? 


30-Jan-2007 


Due Date 




Resp to Missing Parts 3rd Ext 


30-Jan-2007 


Due Date 


30-r\Tov-?flOf^ 

_l \J L iyv X- v/ VJ U 


Information Disclosure Stmnt 


2S-Feb-2007 


Final 




Resp to Missing Parts 4th Ext 


28-Feb-2007 




J U -IN ov-z 1/ u 0 


Resp to Missing Parts in 2Wk$ 


16-Mar-2007 


Reminder 




Resp to Missing Parts in l\Vk 


23-Mar-2007 


Reminder 


3Q-Nov-2006 


Missing Parts Due 5th/Final Ex 


30-Mar-2007 


Final 


30^Nov-2006 


Resp Filed/PTO Action Reed? 


30-Apr-2007 


Reminder 


26-Sep-2008 


Application Status Check 


19-May-2007 


Due Date 


01-Jan-1930 


Application Status Check 


30-May-2008 


Due Date 


Ol-Jarj-1930 


Pet to Withdr Holding Aband 1M 


24-Oct^2008 


Due Date 




Pet to Withdr Holding Aband 1 W 


17-Nov-200S 


Reminder 




Pet to Withdr Holding Aband 3D 


21-Nov-2008 


Reminder 




Pet Withdr Holding Aband FINAL 


24-Nov-2008 


Final 




Resp Filed/PTO Follow Up Date 


24~Mar-2009 


Due Date 


2$-Sep-2008 



User ED: kawhalen 
Bate Created: 02-Dec-2005 
Last Update: 06-Oct-200$ 
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